Feb 05 2007 3:30PM Carmen Patti & Associates 312-346-2810 p. 15 



•«:"! Remarks „ RECEIYEi^ 

Claims 1-27 are pending in the abqv<Hdentified applicatiofL Claims 1, 15, 26 and 27 are , ). 
amended and claims 2-24 arid 16-25 iare original. 

The Examiner rejected Claims 1, 2-3, 6-10, 15 arid 1 9-2 i under 35 U.S.C, 102(b) as 
being unpatentable over Okagaki et al (US Pub. No 2002/0032876) in view of Anyoshi (JP 
Patent No. 403248699) and further in view of BMW2001 (BWM Owner's Mamijal for Vehicle, v>; 
Part No. 01410156416, 6ct-20Ql, page 22, Steering Wheel with Multifunction buttons) further 
in view of Holloway (US Pub. No. 200410204192). 

The Examiner rejected Claims 5,11-12, 17, 2:3 arid 24 u^ter 35 U.S.C. lti2(b) as being 
unpatentable over Okagaki et al (US Pub. No. 2002/003287$) in View of Ariyoshi (JP Patent No : v S 
403248699) and furtherin view of BMW2001 (BWM Ovvnei^s Maiiilal for Vehicle, Part No. ft 
01410156416, 2000, page 22, Steering Wheel with Multifteictioh buttons) ftirther in vi€?w of ^ 
Holloway (US Pub. No! 2004/0204192) and further in vi^w of Eiche (US Publication No. ' : , % 

2002/0137505). ' ' ! \^ ' v^SSil 

The Examiner rejected Claims 13 and 24 uriddr 35 t/ S C 102(b) as being unpatentable " f 
over Okagaki et al (US Pub. No, 2002/0032876) in view of Ariyoihi (JP Patent No. 403248699) 
and further in view of BMW2001 (BWM Owners Mariti4 for Vehicle, Part No. 01410156416^ ; 
2000, page 22, Steering! Wheel with Miltif^ pf Holloway (US \ , i ;- 

Pub. No. 2004/0204192) further in view of Eiche (US Pubhcatibri No. 2002/0137505) arid ^ 
further in view of Ju (US Publication No. 2005/0015516). 



I 

i 1 

I ; 

i ■ ■ ■ • * '. 



i v! ^PACE 15/24 • RCVD AT 2/5J2007 4 20 36 PM [Eastern Standard Time) * SVR USPTMFXRF-3J10 " DNIS 2738300 ' CSID 312 346 2810 • DURATION (mm-ss) 264H$8m!mm8&mm& 



BEST AVAILABLE COPY 



_L e A..°5._ 2?_9.7. ..3- 31PM Carmen Patt i 8. Associates 312-346-2810 p. 16 

. The Examiner rejected Claims 26 and 27 iinder is U.S.C. lQ2(b) as being uripatental>I| : ?\ 
over Okagaki et al (US Pub. No. 2002/0032876) in view of Ariyo$hi (JP Patent No, 403248699) " ^ 
and further in view of BMW2b01 (BWM Owner's Manual for Vehicle, Part No. 01410156416, ; ; 
2000, page 22, Steering jwheel with MultifuiKtion buttons) fufther in view of Hblloway (US y^}M% 
Pub. No. 2004/02041 92) and further in vi<?w bf^shiWa^uta (0S Publication T^Io. 
' 2002/0016188).. 

The Examiner has repeated the arguments against patim^ility of the claims as in the vV?'-^ ; ^ 
previous office action, j 

MPEP §706.02(j|) states: \V. : -'V; : 

"To establish a prima facie case of obviousness, three basic criteria must be met. Fust, •<* 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to « 
combine reference teachings. Second, there must be a reasonable expectation of success. Finally, V 
the pnor art reference (or references when combined) must teach or suggest all the claim * V - l - 

limitations. The teaching or Suggestion to itiake thb clainied combination and the reasonable : ; & 
expectation of success must both be found in the prior art and not based on applicant's 
disclosure In re Vaeck, 947 F2d 488, 20 USPQ2d 1438 (Fed. Cir, 1991)." 
MPEP §2143.01; provides; TTie m 



desirability of the combinatioil. In re Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed, Cir. 1990). 



COJ 



claimed invention, pbsejit si>riw te^ 
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: : 13 ... \ LUC-443/Barclay 644-5-6-4 
ACS Hospital Systems, inc. v. Montefiore Hospital, 732 R2d 1572,1577,221 USPQ 929, 933 • 
(Fed. Cir, 1984). -.' y , : \i 



namely "(1) the nature of the problem to be solved; (2) the te^cttegs of the prior Art; and (3) th£ 
knowledge of persons ojfor^ 

according to this court, the iioard had relied pimply upon -'^e hi^ level of skill jin the art to • 
provide the necessary motivation," without explaining v^l^t specific understanding or 
technological principle within the knowledge of one of ordinary skill in the art would have > > 
suggested the combination, .//'•>' •'•;>:•• m Xi r /*:\\'' •■■]:■]. 

Applicant hereby refers to and incofporates the previous arguments in support of 

'patentability. :./-'V;.V'" ' w' : 

As previously explained application of § 1 03 pi^^dsihe existence of differences • v 



Otherwise a rejection under §102 would ^vb siiffi propose some : 

modification of a particular reference of a combination thereof with another reference in order to 
arrive at the claimed invention. ' •".\"[ : • •/.V/.- vv"> v :;: -V :: - v". ' y ' : - '-&: 

When patentability turns on the question of j^^jp^B^^^j^ca^ for and analysis of - 
the prior art includes evidence relevant to the finding of whether theare is a teaching, motivation, 
or suggestion to select and combine the references relied on as evidence of obviousness. 

There must be sdme lqjgical ; r0a^ou^pa^nt fi^m ; *^; : ^idmc6 of record -that would 
justify a combination or modification of references. In deteimining whether one of ordinary skill 
in the art would find it obvious to modify or combine references, the teachings of the references, 
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taken with the knowledge that a worker in the art already ^£js$s££$ -constitute the scope and 

" ' - . • I • : . , , ,'■ ' ;. ; . • . , . ' \ 

content of the prior art. Thus, the question raised Hinder §103 is whether the prior art taken as a 
whole would suggest the claimed invention taken as a wkole to ojae of ordinary skill in the aft 

. '. ' • •. • • '•• '■•!. .:V,' \-'' • *. V ' : - H T. ."' vV'v'S v * V • • ". •• •• "{ 

Accordingly, eveii if all elements of a cl^jrii ^ references, thp .* : ■£ 

claimed invention taken; as a whole cannot ^ some reason givenin/-; Vi 

the prior art why one of ordinary skill would have been prompted to combine the teachings ofthe 
-.. • references to .arrive' at fhle' claimed invention. Ftoher^b^^ 103 rejeptioii is based .^j^-.; 

a mobUfication of a refeii 

disclosed in the reference, such a proposed mOdificatioirt i^ nbt j>r6i>er and the prima facie case of 
obviousness cannot be properly made. 

In the rejection oFthie claims of ^ preseiit ipjj$$i$^ ^tcinpted to f 

combine a large number of references^ ^veU ^ if, si Qife Ex^iiner holds, that all of these ■>",. : 
references are in the sanle field of endeavor, it is not belijeye tJl^t th^ Examiner has sufficient!^ V 
set forth a showing that the resulting ftsmbtoatipil 6f the&d re%eilc6s does not require 
modifications of the reference? that destroys the intent, purpose p>funqtion of the respective 
inventions disclosed in the references. It is further believed that only with hindsight would the^ 
Examiner attempt to corpbine the four references. 

• \lix general ti^ : ^re'four 6ori^is\io.'b$ t6mi^0^ : !^60^^S obviousness. 

■ ' .• ■ '■' • j V 'v •,'.•••'•'.•'■.:.•* • •/ • \- : ;-\-':--y:}\' : :, 'l "' •••••• : v" 

First, MPEP §21:43.01 provides the following. ITjjs ^^l^pt that references can be 

combined or modified doe$ not render the rdsuttaht pohibinatiph Obvious unless the pnor art also 

suggests the desirability of the combiitation In re MUSi $\^ 16 USPQ2d 1430 ^ecL 

Cir, 1990). Obviouaiaess caiinpt be estabhshed by combi^^ of the prior art to ^ 
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produce the claimed invention, absent some teaching, $ugge$tian or incentive supporting the 
combination- ACS Hospital Systems, Inc. : v: teaiit&ofe tiosp F.2d 1572, 1577, 2? 1 

USPQ 929, 933 (Fed. Or. 1984). . ,- ; \\ '{':' 

Second, if a prior art reference requires some modification in order to meet the claimed 
invention or requires some modification in order to ^'prqpetfy combined with another reference 
and such a modification destroys the purpose or faction of the invention disclosed m the 
reference, one of ordinaiy skill in the $rt would not have fpuiid a rfeason to make the claimed 
modification. Thus, the CCPA had and the Federal Cirduit has consistently held that When a 
§1 03 rejection is based upon a modification of a, reference that destroys the intent, purpose of '< 
function of the invention disclosed in the reference, stich a proposed niiodification is not proper 
arid the prima facie case of obviousness cannot be properly niade. 

Third, the Federal Circuit requires that some reason or suggestion must be found in the 
prior art or other evidence of record that would have led one of ordinary skill in the aft to 
produce the claimed invention in order to properly establish a prima facie case; of obviousness 
The CCPA explained how it would evaluate a prima facie case of obviousness in In re ClintQr^ 
527 F.2d 1226, 188 USPQ 365 (CCPA 1976), First, the Com locked at the references to 
determine whether "the references by themselves su^eit dohig what appellants have done." ; 
The court next considered whether a p^sb|i of pidpisiry ^ldil|n'tft$;'toVould have had a 
sufficient basis for the required expectation ofsuCcess, thus the cpprt held that: Obviousness- 
does not require absolute predictability, but a reasonable e^e^tatioii Of success is necessary. 
Accordingly, in going from the prior art to the claimed invention, 6ne cannot base obviousness 
upon what a person skilled in the art might try or might find obvious to try but rather must 
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consider what the prior art would have led a person skilled in the art to do. Thus, to say itmaybe 
obvious to try a certain modification is clearly not the test fpr obviousness. > . 

Fourth, the Supreme Court held, M E/.& v Adams> tti U.S. 39, 1 48 USP& 479 (1 966), ' / ; 

that one important indicium of nonobyioushess is "teaching aw the claimed invention^ by ! : . , \ •« : 

the prior art or by experts in the art at (or after) the time the invention was made. Teaching away , . , 
is the antithesis of art suggesting that the jrersbn of ordiri^ in the claimed direction. In 

reFine 9 Xl>l F.2d 1071, 5 USPQ2d 1596 §2145 X.D.2., provides k ^ 

specifically for this: "It is improper to combine references where the references teach away frbfn , . ; 
their combination In re GrasselU, 713 F.2d731, 743, il^tJSPQ 7^69, 779 (Fed. Cir. 1983).*. 

, Okagaki et al in paragraph 22 of the Patent Publication states : "The automotive 
information system of the invention also permits hand-free telephone conversation. To this end, * v . > 
the present invention provides ^ autptnotiVe system c^^ptisittg unit, a wireless - 

telephohe unit connected to the main unif, a speaker, and a microphone; wherein the wireless I"- \> \ 
telephone unit includes: means for detecting receipt of a telephone call; and means for sending a 
start signal to the main uirit upon detection of fre receipt of tfi^ telephone call; wherein the main 
unit includes: means for detecting the start signal; meails for turning on power supply to the majn 
unit in response to the start signal; means for inforrping a^r of tihie receipt of the telephone t§ll 
' \vhen the powbr Supply to the main limit is turned on iri t esppn4^ tP start signal received frotfi , . • 
the wireless telephone unit; means for detecting a ^re^&^^vp^^on of tlie u^er for . >• • ; ■ > < 
responding to the fel^blort^ 6^11; a^mij^ brieration is ; v ^ v , \ , 

detected, connecting instruction to the wireless telephone unit to request the wireless telephone ~ \ " 

j main unit; wherein the wireless telephone unit further ^ r / ; ' 



ri ?5:>PAGE 20/24 « RCVD AT 2/3/2007 4 20:38 PM [Eastern Standard Tjme] * SVR USPTO-EFXRF-3/10 " DNIS 2738300 * C SID 312 346 281 0 ■ DURATION (mm-ss) 28-04$ 



05 2007 3:36PM Carmen Patti & Associates 312-346-2810 | 

; .17 ; L^^3^an?lay 644-5 

includes: means for detecting the cohhefcfmg; iftstnte^ coiin^ting 
instruction, for connecting the telephone call to 'ili^dti ]Ux!4t^ ^aiidi.^vii^npiii the main unit further 
includes means for enabling the user to con^unic^e with the telephone caller by means of the 
speaker and the micmphone " However, the tem "wireless^ refers to the telephone unit being 
able to transmit and receive, and not th^t it is k mobile terrnin^l separate and independent of the 
vehicle. . • • ; • .;; . -/ j r - -y : -' : : V s - ." V.-^'v ; 5'Ji 

Anyoshi is only cited as teaching & microphone to be placed in the center of the steering ; 

wheel. .'. : y' ■"'" : -\' m ■■'■'A''?'/-' > : V"/i* : v ! . ?V ' ■ ' ' • : \ [\*>'H£[ 

BMW2001, is only cited as teaching a switch (1, 2) in a multifunction steering whe<0 thai 

allows users to operate the phone quickly with 

Hollbway discloses ah airan^ telephone can still K r. 

retain all of its desirable light weight and size features \Vldle detached from and out of the ■'■ f 

automobile while still providing user mterfaces with a mioirii^m of distraction from driving 

while the wireless telephone is functionally attached w*!fl^ There is a housing; ; 

adjacent the dashboard for detachably receiving a separable wireless telephone with a display 

smaller than said dashboard display mco^ for bypassing the •*> 

wireless telephone display with said dashboard display wjieii s^d wireless telephone is receiv^ 

in said housing whereby the dashboard display .^c^^^^^^less telephone display, The 

system may be set so th^tthe switching apparatus a|titoti$ti^ said wireless telephojpe 

display when said wiretess telephone is inserted irito saidfo standard transceivf t in |hg 

wireless cellular telephone continues to funetiori hormally iri f eceiyitfg and transmitting 

communications even when the telephone display is bypassed by the dashboard display. This 
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arrangement gives the operator the b enefit of having the numerals, text and other elements 
presented on the dashboard display enlarged from their normal size on the wireless telephone *. or 

' . ^play. " J -', ' / ' :'' ',■['■ , , ^O^^hb 

Okagaki et al is directed to the arga of an infoitn^iOn processing apparatus, an electronic v ; 

device and a control unit that are suitable for use in the iUrtomotiye information system, 1 * ^ , \ 

Ariyoshi is directed to the area of improving the ratio of ?tn inputted voice to a noise by - • -j ; %; 

making the shape of a reflector plate installed so as to be opposed to a microphone into the saine 

shape as a part of an ellipsoid surface whose two focuses are the positions of the vicinity of the " r ; 4 

'mouthi of the speaking petoii.pt the voice and liie i^ici^ho^e.^ ].'.' ; 

BMW200 1 is directed to the area of a sales brochure for ah automobile that describes all > ' \ ^ + 

the different features of the automobile. < 

Holloway is directed to the area of an automobile dashboard display interface for 



mounted in the automobile. 



These areas and the subject matters to which th&fe r^fesrences are directed are thus 
sufficiently different that one skilled in the $rt would not hive combined the references to artive 
at Applicant's invention; = 



Furthermore, the independent claims 1,15, 26 and 27 have been amended to more clearly V ; , 
define the invention. In particular the following has beto added to the apparatus claims: the 
integrated hands free mobile system module having functloriiaUtv to implement a signaling 
protocol for the universal connector. The following has been added to the method claims: 
wherein the hands free mobile system is 6f}erativelv coupled to the mobile terminal via a 
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universal connector, and wherein the hands free system has functionality to implement a 
signaling protocol for the universal connector. •' ]>]ki{. 



upon which they depend. It has b^eri shown that eaCh of the M^^^ndent claims, as amended, ^ ; 
not anticipated or obviotis in view of any of the cited prior airi talcen singly or in combination, r ^ 
Therefore, these dependent claims are also allowable over the cited art. 

The prima facia case of obviousness determination has got been made out. Thus, the 
opinion of obviousness is deficient and the Applicants are de$erving of a patent. £ ' V 

Applicants respectfully submit thgt the applied re^s^c^^^en singly or in combii^^ 
assuming, arguendo, that the combination of the applied ref^jaces is proper, do not teach of 
suggest one or more elements of the claimed invention. Ap^tipwts 'have discussed herein one or 
more differences between the cited prior art> and the clSutiifed irW<^bn With reference to one or 
more parts of the cited pnor art. This discussion, however, is in lib way meant to acquiesce in 
any characterization that one or morie parts of cite<i prior a^c to the claimed invratipiii 

Reconsideration and withdrawal of the rejections is therefore respectfully requested. In 
view of the above remarks, allowance of all claims pmding is respectfully requested. 

The prior art m&de of record and not relied upon f $ bo^$idered to be of general interest 
only. This application is believed to be in condition for allowance, and such action at an early 
date is earnestly solicited. . ■ ; ; 'yy ! v' *</^:^\i?Y : \'^:-' ; '-y^f 
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LUC-443/Ban;lay 6^4?5^^.f 



In view of the above amendments and remarks, allowance of all claims pending a$ ; V; : 
respectfully requested. If an additional telephone conference would be of assistance in advancing .-^3 'V 
the prosecution of this application, the E^^iner lis invjted to pjaJJ 3pl>licants , attorney. V '. =■< • 



Respeet&lly submitted, 





John R. Garrett / , : •• 
Attorney fof Applicants 
Reg. No/ 2^7,888 



Dated: Febni^r/5, 2007.. ; : ^; 

Carmen B. Patit & Associates, LLC 
Customer Number 47382 
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